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Art Unit: 1791 

DETAILED ACTION 
Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth In section 102 of this title, If the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
Invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

3. Claims 1, 2, and 4-14 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over McBain (EP 0854157 - of record) and further In view of Kia (US 
2004/0023050). 

4. With respect to claim 1 , McBain teaches: 

A coating composition, comprising; 

(a) a saturated aliphatic polyester urethane acrylate ("a saturated polyester urethane acrylate", 
paragraph 0008); 

(b) a hydroxyalkyi (meth)acrylate ("hydroxylalkyi (meth)acrylate", paragraph 0005); 
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(c) a vinyl-substituted aromatic compound ("vinyl-substituted aromatic monomer", paragraph 

0005); 

(d) a polyacrylate ester of an alkylene polyol ("polyacrylate ester of alkylene polyol", paragraph 
0005) wherein said alkylene group has from 2 to 30 carbon atoms ("the polyol residue 
preferably has from about 2 to about 30 carbon atoms", paragraph 0019); and 

(e) a (cyclo)aliphatic (meth)acrylate ("cycloaliphatic(meth)acrylate", paragraph 0005), wherein 
said (cyclo)aliphatic group is saturated and comprises from 1 to 50 carbon atoms ("the aliphatic 
and/or cycloaliphatic portion is preferably saturated, typically containing from 1 to about 50 
carbon atoms", paragraph 0015); and 

(f) optionally, a peroxide initiator ("in the presence of a peroxide initiator", paragraph 0009), 



5. McBain does not teach that the content of (cyclo)aliphatic(meth)acrylate is from 
0.1 to 15 parts by weight relative to 100 parts by weight of the urethane acrylate. 

6. In the same field of endeavor, in-mold polyester polyurethane acrylate coatings, 
Kia further teaches the use of alkyi (meth)acrylates in a range of 10 to 50% weight for 
the purpose of acting as a diluent (paragraph 0052). It would have been obvious to one 
of ordinary skill in the art at the time of the invention to modify the composition taught by 
McBain to limit the(cyclo)aliphatic(meth)acrylate content as claimed for the purpose of 
providing a diluent as taught by Kia. 

7. With respect to claim 2, McBain further teaches: 

The coating composition of claim I wherein at least one of the following is true: the number 
average molecular weight of the saturated polyester portion of said saturated aliphatic polyester 
urethane acrylate is from about 1000 to about 5,000 ("the saturated aliphatic polyester 
intermediate usually has a number average moiedcular weight of from about 1 ,000 to about 
5,000", paragraph 0012), said vinyl-substituted aromatic compound comprises from 8 to 12 
carbon atoms ("vinyl substituted aromatics, typically having from 8 to 12 carbon atoms", 
paragraph 0018), and the alkyI moiety of said hydroxyalkyi group comprises from 1 to 10 carbon 
atoms ("the alkyI group usually having from 1 to 5 or 10 carbon atoms", paragraph 0017). 



8. 



With respect to claim 4, McBain further teaches: 
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for every 100 parts by weight of said saturated aliptiatic polyester uretlnane acrylate, tine amount 
of said hydroxyalkyi (meth)acrylate is from 2 parts to 20 parts by weight ("the amount of such 
hydroxyl alkyi (meth)acrylates is usually from about 2 to about 20 parts by weight... per 100 
parts by weigh of the polyester urethane acrylate", paragraph 0017), the amount of said vinyl- 
substituted aromatic compound is from 10 to 70 parts by weight ("the amount of this component 
is usually from about 10 to about 70 parts by weight", paragraph 0018), and the amount of said 
polyacrylate ester of an alkylene polyol is from 10 to 40 parts by weight ("the amount of the 
polyacrylate ester of the alkylene polyol is usually from about 10 to about 40 parts by weight", 
paragraph 0019). 

9. With respect to claim 5, McBain, as applied to claim 4 teaches: 

for every 100 parts by weight of said saturated aliphatic polyester urethane acrylate, from 6 to 
16 parts by weight of said hydroxyalkyi (meth)acrylate ("the amount of such hydroxyl alkyI 
(meth)acrylates is usually from about 2 to about 20 parts by weight... per 100 parts by weigh of 
the polyester urethane acrylate", paragraph 0017), from 20 to 60 parts by weight of said vinyl- 
substituted aromatic compound ("the amount of this component is usually from about 10 to 
about 70 parts by weight", paragraph 0018), and from 15 to 35 parts by weight of said 
polyacrylate ester of an alkylene polyol ("the amount of the polyacrylate ester of the alkylene 
polyol is usually from about 10 to about 40 parts by weight", paragraph 0019). 

1 0. With respect to claim 6, McBain further teaches: 

wherein at least of the following is true: said saturated aliphatic polyester urethane acrylate is 

prepared from ingredients comprising neopentyl glycol, ethylene glycol ("preferred glycols 
include ethylene glycol and neopentyl glycol", paragraph 0011), adipic acid ("adipic acid", 
paragraph 0011), isophorone diisocyanate ("isophorone diisocyanate", paragraph 0013), and 
hydroxyethyl (meth)acrylate ("hydroxyl alkyI acrylate... methacrylate", paragraph 0013), said 
hydroxyalkyi (meth)acrylate is hydroxpropyl methacrylate ("with ethyl an dpropyl being 
preferred", paragraph 0013), said vinyl-substituted aromatic compound is styrene ("vinyl 
substitutesd aromatics...such as styrene", paragraph 0018), and said polyacrylate ester of an 
alkylene polyol is a diacrylic ester of hexanediol ("examples of preferred diacrylate ester of an 
alkylene diol include... 1,6 hexanediol diacrylate, 1,6 hexanediol dimethacrylate", paragraph 
0019). 

1 1 . With respect to claim 7, McBain further teaches: 

wherein a polyester portion of said saturated aliphatic polyester urethane acrylate is derived 
from at least a saturated carboxylic acid or an anhydride thereof ("the aliphatic dicarboxylic 
acids/anhydrides... are desirable saturated", paragraph 0011) and a saturated diol ("the glycols 
or diols. . .are saturated", paragraph 001 1 ), and said urethane portion of said saturated aliphatic 
polyester urethane acrylate is derived from an aliphatic saturated polyisocyanate ("an aliphatic 
polyisocyanate...is saturated", paragraph 0013). 



1 2. With respect to claim 8, McBain further teaches: 
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wherein at least one of tine following is true: said saturated carboxylic acid or anhydride has 
from 1 to 15 carbon atoms ("from 1 to 15 carbon atoms", paragraph 0011), said saturated diol 
contains from 2 to 15 carbon atoms ("from 2 to 15 carbon atoms", paragraph 001 1), and said 
saturated polyisocyanate is a C5-C18 diisocyanate ("has from about 5 to 18 carbon atoms such 
as isophorone diisocyanate", paragraph 0013). 

1 3. With respect to claim 9, McBain further teaches: 

wherein at least one of the following is true: said hydroxyalkyi (meth)acrylate comprises a 
C1-Csalkyl group ("hydroxyl alkyi (meth)acrylate, the alkyi group usually having from 1 to 5 or 
10 carbon atoms", paragraph 0017) and said polyoi comprises a C2-C10 alkylene group ("the 
polyol residue preferably has from about 2 to about 30 carbon atoms, more preferably C2-1 0", 
paragraph 0019). 

14. With respect to claim 1 0, McBain further teaches: 

A process for applying a coating composition to a molded, fiber-reinforced plastic substrate and 
forming a coating thereon, ("the mixed ingredients are coated onto a fiver reinforced plastic such 
as a sheet molded compound as by injection molding", paragraph 0023) comprising: 

a) into a die defining a mold cavity in which a molded substrate has been allowed to harden 
("allowing said substrate to harden in said cavity", claim 17, line 5), injecting a metered amount 
of the coating composition of claim 1 ("injecting a metered amount of in-mold coating 

composition", claim 17, line 8) and allowing said coating composition to contact at least a 
portion of a surface of said substrate ("over said surface", claim 17, line 12); 

b) applying molding pressure to distribute said coating composition over said surface ("applying 
molding pressure to said die... to distribute said injected material. ..over said surface", claim 17, 
lines 10-12); 

c) maintaining said pressure while said material bonds to said surface and solidifies sufficiently 
to permit complete separation of said the component pieces of said die without disruption of the 
coating thus formed ("maintaining said pressure while said material bonds to said surface and 
solidifies sufficiently to permit complete separation of said dies without disruption of the coating 
thus formed", claim 17, lines 13-14); and 

d) opening said die and removing said coated substrate from said cavity ("completely separating 
said dies and removing said coated substrate from said cavity", claim 17, line 15). 

15. With respect to claims 1 1 and 12, McBain further teaches "aliphatic or 
cycloaliphatic (meth)acrylate... examples include methyl(meth)acrylate...isobornyl 
methacrylate...caprolactone acrylate", paragraph 0015). 
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16. With respect to claims 13 and 14, Kia, as applied to claim 1 above, teaches using 
a (cyclo)aliphatic(meth)acrylate content of 10 weight percent for the purpose of 
providing a diluent (paragraph 0052). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ALISON HINDENLANG whose telephone number is 
(571 ) 270-7001 . The examiner can normally be reached on Monday to Friday 8 am - 5 
pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Philip Tucker can be reached on 571-272-1095. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



ALH 
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